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PETITION UNDER 37 CJF.R. §181 



SIR: 



Petitioners request that the Notification of Non-compliant Appeal Brief, issued 
February 5, 2008 (Exhibit A), be withdrawn. 



The Notification of Non-compliant Appeal Brief stated that the Appeal Brief 
filed May 22, 2006 (Exhibit B) failed to comply with 37 C.F.R. §§41.37 and 1.1 16(e) 
because pages 1 5-1 8 of the Appeal Brief contained new arguments and new evidence 
filed after the Office Action containing a final rejection. See page 2 of the 



Notification of Non-compliant Appeal Brief: 
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The Appeal Brief filed on 26 May 2006 is defective for failure to comply with one or more provisions of 37 CFR 41 ,37. 
• • • 

Tha ADneBl Brief fited on M*v $006 tdmowlockm that fta aJfe^a/ anundmMt Bed October 24. 2005 wis no/ 

^fhefkutlecthm. faff ^^r^ <y,^^^dfl/g officer gfttofto of Appsai w$ ftof bB antB^i bo^u$$ fiPf^ai\t,f^^i 
ftpr^eshowimel oood and aufltetarf /Baaotta wftv fts gffidavif or ottyjndteflro ft JWgraw fllftJ^M 

S**37CFBU8te). 

The Petitioners respectfully submit that the Notification of Non-compliant 
Appeal Brief was issued in error and request that it be withdrawn because: 

(1) Only new evidence, not new arguments, is forbidden by 37 C.F.R. §41.37 
and 1.1 16(e). The Appeal brief contains no new evidence. 

(2) Even if new arguments were forbidden, the Appeal Brief contains no new 
arguments. 

The Appeal Brief contains no new evidence 

37 C.F.R. §§41 .37 and 1 . 1 16(e), cited as support for the issuance of the 
Notification of Non-compliant Appeal Brief, do not mention "new arguments." It 
would make no sense to rule out a new argument, or a restatement in different terms 
of a prior argument, in an appeal brief Otherwise, the appeal brief would serve little 
function. The Board could simply read the Appellants' prior Office Action response, 
and there would be little point to asking the Examiner to supply an answer. The 
arguments in the final rejection would be sufficient. 

37 C.F.R. §41. 37(c)(2) states: 
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(2) A brief shall not include any new or non- 
admitted amendment, or any new or non-admitted 
affidavit or other evidence. See § 1.116 of this title for 
amendments, affidavits or other evidence filed after 
final action but before or on the same date of filing an 
appeal and § 4133 for amendments, affidavits or 
other evidence filed after the date of filing the appeal. 

37C.F.R. § 116(e) states: 

(e) An affidavit or other evidence submitted 
after a final rejection or other final action (§ 1 . 1 13) in 
an application or in an #x parte reexamination filed 
under § 1.510, or an action closing prosecution (§ 
1 .949) in an inter partes reexamination filed under § 
1.913 but before or on the same date of filing an 
appeal (§ 4131 or § 41.61 of this title), maybe admit- 
ted upon a showing of good and sufficient reasons 
why the affidavit or other evidence is necessary and 
was not earlier presented. 

37 C.F.R. §4 13 7(c)(2) refers to "new or non-admitted amendment, or any new 
or non-admitted affidavit or other evidence" and 37 C.F.R. §1 16(e) refers to "an 
affidavit or other evidence submitted after a final rejection or other final action." 
Pages 15-18 of the Appeal Brief contain no amendment to the specification or claims, 
no affidavit, and no new citation of evidence. Thus, 37 C.F.R. §41 37(c)(2) and 37 
C.F.R. §1 16(e) provide no support for the issuance of the Notification of Non- 
compliant Appeal Brief. 

The Notification of Non-compliant Appeal Brief did not specify which item or 
items on page 15-18 was considered to be new evidence. The evidence appendix of 
the Appeal Brief lists 8 items. Items 1-4 and 6-8 are listed together with citations to 
where those items appeared in the record. Each of items 1-4 and 6-8 appeared in the 
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record before the final rejection was issued. Accordingly, none of items 1-4 and 6-8 
can be considered new evidence. 

Item 5 is a copy of Ex parte Hervy A. Morris, an unpublished decision by the 
Board of Patent Appeals & Interferences, which was discussed on pages 15-18. 
Because this decision did not appear in United States Patents Quarterly, a copy of this 
decision was provided as an exhibit in the Amendment After Final, as a courtesy to 
the Examiner. That Ex parte Hervy A. Morris was provided as an exhibit in order to 
make it easier for the Examiner to review this decision does not change the fact that 
Ex parte Hervy A. Morris is case law, not new evidence. Thus, the Appellants should 
not be precluded from relying on Ex parte Hervy A. Morris in their Appeal Brief. 

Additional considerations arguing for the inclusion of Ex parte Hervy A. 
Morris are that (1) all relevant case law should be made available to the Board of 
Patent Appeals & Interferences and (2) the Examiner will have an opportunity to 
address Ex parte Hervy A. Morris in the Examiner's Answer. 

These considerations argue for the inclusion of Union Oil Co. of Cal. v. 
Atlantic Richfield Co., 208 F. 3d 989, 54 U.S.P.Q. 2d 1227 (Fed. Cir. 2000) in the 
Appeal Brief as well. 1 It would be absurd to deny the Appellants the opportunity to 
rely on, and to deny the Board the benefit of considering, legal authority merely 
because such authority was not previously cited to the Examiner. 



Union 0/7, like Ex parte Hervy A. Morris, is a case that is discussed on pages 15-18 of the 
Appeal Brief. 
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The Appeal Brief does not contain new arguments 

Pages 15-18 of the Appeal Brief are directed to an argument that was 
discussed in an Amendment filed before the Office Action containing a final rejection 
was issued. That argument is directed to whether certain functional language in the 
claims ("protective against Mycoplasma bovis mastitis") is a real limitation of the 
claims that serves to distinguish the claims over the prior art. See, e.g., the 
Amendment filed March 29, 2004 (Exhibit C), at page 1 5 : 

This recitation makes clear that the functional characteristic of being 
protective against mastitis is not simply an intended use but rather is a 
characteristic of the vaccine itself. This characteristic distinguishes 
over the prior art, such as the vaccine disclosed in Boothby. 

The Office Acton containing the final rejection (Exhibit D) issued May 25, 

2005. Thus, this argument was clearly part of the record long before the final 

rejection and the Petitioners were entitled to include it in their Appeal Brief. 

Except for the last portion of page 18, which will be discussed later, all of the 
discussion on pages 1 5-1 8 of the Appeal Brief is directed to this argument over the 
meaning of the functional language "protective against Mycoplasma bovis mastitis." 

Page 15 of the Appeal Brief begins with a discussion of Union Oil Co, of CaL 
v. Atlantic Richfield Co., 208 F. 3d 989, 54 U.S.P.Q. 2d 1227 (Fed. Cir. 2000), in 
which Petitioners argue that Union Oil supports their position with respect to the 
argument over the disputed claim language because Union Oil dealt with a similar 
issue concerning the effect of functional language in claims, albeit in a different field 
of technology. Seepage 15, first sentence: 

A much more recent decision, in the Federal Circuit, which specifically 
dealt with functional characteristics of product claims, and which is 
therefore particularly applicable to the present application is Union Oil 
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Co. ofCal v. Atlantic Richfield Co., 208 F. 3d 989, 54 U.S.P.Q. 2d 
1227 (Fed. Cir. 2000). 

The Appeal Brief then quoted from portions of Union Oil that the Petitioners 
believe support their position on the disputed claim language. The Petitioners then 
went on to state, near the top of page 16: "As in Union Oil, claims 29, 30, and 40-44 
of the present application recite the functional characteristic at issue - 'protective 
against Mycoplasma bovis mastitis,' " leaving no doubt that this portion of the Appeal 
Brief is directed to an argument about the disputed claim language that had already 
been raised in the Amendment filed March 29, 2004. 

The Petitioners then used the remaining portion of page 1 6 to quote portions 
of the specification that support their arguments with respect to the disputed claim 
language. 

Pages 1 7 and 1 8 were directed to a discussion of another case, Ex parte Hervy 
A. Morris (available at 1998 WL 1736155), which was also cited to support 
Petitioners' position on the issue of the disputed claim language concerning protection 
against mastitis. Following the discussion of Hervy A. Morris, at the middle of page 
18, the Petitioners summed up this portion of the Appeal Brief by stating: "The 
evidence of record shows that Boothby Fs vaccines were not 'capable of performing 
the intended use' because the evidence of record shows that Boothby Fs vaccines 
were not protective against mastitis." Again, it is clear that the discussion pertains to 
the argument over the disputed claim language relating to protection against mastitis. 

The last portion of page 1 8 of the Appeal Brief does not pertain to the 
argument over the disputed claim language relating to protection against mastitis. 
However, the material in the last portion of page 18 appeared on page 16 of the 
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Amendment filed March 29, 2004 (Exhibit C), before the issuance of the Office 
Action containing a final rejection on May 25, 2005. The corresponding portions of 
page 18 of the Appeal Brief and page 16 of the Amendment filed March 29, 2004 are 
as follows: 

Appeal Brief 



Claims 52 and 55 

Claims 52 and 55 recite that the vaccine comprises an adjuvant selected from a 
group that does not include the adjuvants listed in Boothby I. 2 Therefore* Boothby I 
does not anticipate claims 52 and 55. 



2 At page 131, Boothby I discloses the use of the following adjuvants: 
Freund's incomplete adjuvant 

N-acetylrmiramyl-I^alanyl-D-tsoglutaininc (MDP) 
Amphotericin B 

Combined magne sium/al uminum hydroxide 
Killed Bordatetla pertussis 



ferai the adjuvants listed in Boothby. 4 Therefore, Boothby does not anticipate new claim 



In view of the above, it is clear that pages 1 5-1 8 of the Appeal Brief do not 
include new arguments. 



Amendment filed March 29. 2004 





new claim 55 either. 




That the argument discussed at pages 15-18 of the Appeal Brief was also 
discussed in the Amendment After Final does not change the fact that this argument 
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had been raised by the Petitioners long before the final rejection issued and thus is not 
a new argument. It defies common sense to hold that reiterating in an Amendment 
After Final an argument previously made before the final rejection somehow serves to 
convert that argument from an old argument to a new argument. 

In view of the above, it is respectfully requested that the Notification of Non- 
compliant Appeal Brief be withdrawn. 

It is believed that no fee is required for this Petition. If this is in error, please 
charge any required fee to Kenyon & Kenyon's Deposit Account No. 1 1-0600. 

The Petitioners hereby make a Conditional Petition for any relief available to 
correct any defect seen in connection with this paper, or any defect seen to be 
remaining in this application after this paper. The Commissioner is authorized to 
charge Kenyon & Kenyon's Deposit Account No. 1 1-0600 for the Petition fee and 
any other fees required to effect this Conditional Petition. 



KENYON & KENYON 
One Broadway 
New York, NY 10004 
(212) 425-7200 (telephone) 

(212) 425-5288 (facsimile 



Respectfully submitted, 



Date: March 3 % 2008 




Joseph A. Coppola 
Reg. No. 38,413 
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~7Vie MAILING DATE of this communication appears on the cover sheet with the correspondence address- 



ee Appeal Brief filed on 26 May 2006 is defective for failure to comply with one or more provisions of 37 CFR 41.37. 

To avoid dismissal of the appeal, applicant must file anamended brief or other appropriate correction (see MPEP 
1205,03) within ONE MONTH or THIRTY DAYS from the mailing date of this Notification, whichever is longer. 
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136. 

1. □ The brief does not contain the items required under 37 CFR 41.37(c), or the items are not under the proper 

heading or in the proper order. 

2. D The brief does not contain a statement of the status of all claims, (e.g., rejected, allowed, withdrawn, objected to, 

canceled), or does not identify the appealed claims (37 CFR 41.37(c)(1)(iii)). 

3. □ At least one amendment has been filed subsequent to the final rejection, and the brief does not contain a 

statement of the status of each such amendment (37 CFR 41.37(c)(1)(iv)). 

4. □ (a) The brief does not contain a concise explanation of the subject matter defined in each of the independent 

claims involved in the appeal, referring to the specification by page and line number and to the drawings, if any, 
by reference characters; and/or (b) the brief fails to: (1) identify, for each independent claim involved in the 
appeal and for each dependent claim argued separately, every means plus function and step plus function under 
35 U.SC 112, sixth paragraph, and/or (2) set forth the structure, material, or acts described in the specification 
as corresponding to each claimed function with reference to the specification by page and line number, and to 
the drawings, if any, by reference characters (37 CFR 41.37(c)(1)(v)). 

5. □ The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR 



6. D The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR 

41.37(c)(1)(vii)). 

7. □ The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR 

41.37(c)(1)(viii)). 

8. □ The brief does not contain copies of the evidence submitted under 37 CFR 1 . 1 30, 1 . 1 31 , or 1 . 1 32 or of any 

other evidence entered by the examiner and relied upon by appellant In the appeal, along with a 
statement setting forth where in the record that evidence was entered by the examiner, as an appendix 
thereto (37 CFR 4l.37(c)(1)(ix)). 

9. □ The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding 

identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR 



10.03 Other (including any explanation in support of the above items): 

The Appeal Brief Tiled on May 26. 2006 acknowledges that the after-final amendment Wed October 24. 2005 was not 
entered. However. Applicant has presented arguments in the Appeal Brief that have not been previously considered. 
See pages 15-1 8 of the Appeal Brief. Applicant is advised that the affidavit or other evidence, e.o .new arguments filed 
after the final action, but before or on the date of Tiling a Notice of Appeal will not be entered because Applicant failed 
to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and was not 
earlier presented. See 37 CFR 1.16(e) . j 



41.37(c)(1)(vi» 



41.37(c)(1)(x)). 
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